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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 45 & 46 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. The specification does not describe scanning barcodes twice to provoke a battle. (See 
paragraphs 0070-0071.) 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-12, 14, 15 & 30-34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ebisawa (JP 2000308,763) in view of Diablo (Blizzard Entertainment, 30 November 1996). 

Claims 1 : Ebisawa teaches a gaming device (32) with a scanner (40) for scanning a 
barcode corresponding to a product identification (paragraph 0001). There is a 
processing means (38) for receiving the barcode from the scanner. The processor 
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translates the barcode into game data and determines whether the game data are 
compatible game data. There is a storage medium for storing the compatible game data. 
(0009) Ebisawa may or may not teach the division of characters into groups where 
members of the group do not attack each other and are controlled by the characters - it is 
difficult to tell from the translation. However, this is extremely common in the art. 
Diablo is merely one example. In Diablo, there is a online version in which groups of 
characters are under the control of players band together to play the game in a 
cooperative fashion. These characters do not attack each other - they only attack 
monsters (a second group). Basically, this is how cooperative adventure games work. 
The players kills the monsters and the monsters try to kill the players, but when 
cooperating, the players do not kill the players. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to have modified Ebisawa in view of 
Diablo to divide the characters into groups whose members do not attack fellow group 
members and are under the control of the players in order to implement a cooperative 
adventure game. 

Regarding the newly added limitation "wherein the at least two characters are 
controllable by at least one user", this clearly does not change the game. Players of any 
game may band together and not attack each other. Furthermore, if only one player 
controls multiple players, then the single player can easily determine not to attack 
himself. 

Claim 2: Diablo teaches item data (i.e., magical items) where at least one player can use 
the item. 
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Claim 3: The gaming device is a handheld gaming device. (Figs 4 & 9) 

Claim 4: The scanner (40) inherently has a light-emitting diode. 

Claim 5: There is a screen (25 or 44) for displaying a menu (Fig 6 & 01 18) according to 

signals from the processor (38). 

Claim 6: The storage medium includes a look-up table ("stock information") to which 
the processor (40) refers when it translates the barcode into game data. The look-up table 
correlates a plurality of different barcodes to a plurality of different game data. (0013- 
0018 & 0059-0060) 

Claims 7-10: Ebisawa teaches reading barcodes but does not teach European Article 
Numbering code, Universal Product Code, Global Trade Item Number code and Global 
Location Number code, are all equivalent types of barcodes and are disclosed as such by 
Applicant. They are equivalent to the JAN disclosed by Ebisawa. (0052) They are used 
to mark products in different parts of the world. For instance, the EAN is preferred for 
use in Europe. The UPC is used in the United States. It would have been obvious to one 
of ordinary skill in the art to have used one (or all) of the above mentioned barcode 
formats to allow players in different parts of the world to use the invention. 
Claim 11: Ebisawa' s gaming device includes a speaker. (26 & paragraph 0046) 
Claims 12, 14 & 15: Ebisawa teaches that the processing means determines when the 
game data are incompatible game data (i.e., data corresponding to enemy characters) 
(0035 & 0061) and determines whether a contest (a battle) will be staged on the screen 
based on that determination (i.e., waging-war mold [sic]). (0073) 
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Claims 30-34: Ebisawa teaches a barcode on an arbitrary household product that is 
unrelated to the gaming device (i.e., a can of juice) that identifies a company and the 
product sold by the company. (0055-56) The barcode is translated into gaming data 
related to the gaming device. 
5. Claims 13, 16, 17, 23-29 & 35-44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ebisawa & Diablo as applied to claim 1 or 12 in view of Ng (US Patent 
Number 5,971,855). 

Claims 13 & 16: Ebisawa & Diablo teach the invention substantially as claimed, 
including graphically displaying a battle between characters represented by compatible 
and incompatible data. Ebisawa appears to teach linking gaming machines via a 
communications port (Fig 10), but due to the poor quality of the machine translation, 
Examiner cannot be certain. Ng clearly teaches to teach linking gaming machines via a 
communications port (Fig 1 A & Abstract) in order to facilitate play between two players. 
This increases the enjoyment to be had from the gaming device. (Col 2, 57-60) It would 
have been obvious to one of ordinary skill in the art at the time of the invention to have 
modified Ebisawa in view of Ng to link gaming machines via a communications port in 
order to facilitate play between two players, thus increasing the enjoyment to be had from 
the gaming device. 

Claims 17, 24: Ng's communication port has a first tab for fitting into a first slot of the 
second gaming device and a second slot for receiving a second tab of the second gaming 
device (Fig 1 A) and a plurality of contacts for transmitting data between the two gaming 
devices. .(Col 3, 15 & 16) 
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Claim 23: Claim 23 is a combination of claims 1-4 & 16, which see. 

Claims 25 & 26: The physical shape and color of the case (i.e., in the form of a logo 

associated with and a color associated with the game data) are a matter of aesthetic 

design choice. A red case is not patentably distinct from a blue case, nor is one with a 

particular logo patentably distinct from a case with another logo. 

Claim 27: Both Ebisawa and Ng have screens and buttons on one side of the case. 

Ebisawa teaches the display of menus (Fig 6) and by necessity selecting choices from the 

menu using the control buttons. 

Claim 28: Ng's coupling device is disposed on a first side of the case. (Fig 1 A) 
Claim 29: Claim 29 is a combination of claims 1, 2, 6, 8, & 16, which see. 
Claims 35-39: Ebisawa teaches a barcode on an arbitrary product that is unrelated to the 
gaming device (i.e., a can of juice) that identifies a company and the product sold by the 
company. (0055-56) 

Claims 40-44: Ebisawa teaches the use of JAN instead of UPC. As discussed above in 
connection with claims 7-10, JAN and UPC are obvious equivalents. 

Response to Arguments 

6. Applicant's arguments filed 6 December 2006 have been fully considered but they are not 
persuasive. 

7. Applicant's arguments concerning control of the groups of characters are addressed in the 
rejection above. 

8. In response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
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obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA 1971). 

9. In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, one of ordinary skill in the art would know of the popularity of cooperative 
online adventure games. 

Conclusion 

10. This is an RCE of applicant's earlier Application No. 10/042,844. All claims are drawn 
to the same invention claimed in the earlier application and could have been finally rejected on 
the grounds and art of record in the next Office action if they had been entered in the earlier 
application. Accordingly, THIS ACTION IS MADE FINAL even though it is a first action in 
this case. See MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no, however, 
event will the statutory period for reply expire later than SIX MONTHS from the mailing date of 
this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Corbett B. Coburn whose telephone number is (571) 272-4447. 
The examiner can normally be reached on 8-5:30, Monday-Friday, alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Pezzuto can be reached on (571) 272-6996. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
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system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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